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DETAILED ACTION 

1 . Claims 1 -30 are presented for examination. 

Claim Objections 

2. Claim 24 is objected to because of the following informalities: 

(a) Claim 24, line 3: "an image on obtained" should be changed to - an image 
obtained --. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 5, 1 1, and 24 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(a) Re claim 5: Lines 1+ read, "...transaction terminal further comprising a printer 
assembly structured to place said image of the user on a previously issued payment card of the 
user accepted via said payment receiver". The payment receiver of the transaction terminal 
accepts the previously issued payment card of the user. Wherein the transaction processor of 
the terminal identifies and validates the payment amount via said payment receiver (i.e., the 
said payment receiver accepts the previously issued payment card of the user and the 
transaction processor of the terminal identifies and validates the payment amount from the 
previously issued payment card). The card dispenser dispenses the transaction card having a 
value that is associated therewith in accordance with the payment amount (i.e., the transaction 
card is dispensed according to the identified and validated the payment amount from the 
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previously issued payment card of the user). It is unclear to the Examiner that the specific steps 
in terms of formation and operation of the printer of the transaction terminal placing the image 
(i.e., the image of the user captured by the image input device) on the payment card of the user 
that is used for purchasing the transaction card. An appropriate and/or clarification are required. 

(b) Re claim 1 1 : see the similar discussion in claim 5 above. 

(c) Re claim 24: see the similar discussion in claim 5 above. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-2, 13-14, 18, and 30 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Mehlberger et al. [US 5,696,908]. 

Re claims 1 and 18: Mehlberger discloses a phone card dispenser 10 comprising: 
housing (a phone card dispenser 10, which is a self-contained apparatus for dispensing 
a phone debit card 12, see col. 4, lines 30+ and figure 1) ; 
display 32; 

at least one user input (user's value selection button 18 and input key pad 20 for user to 
enter his/her desired value for a desired phone card, and a telephone key pad 28, see figure 1 
for example); 

a transaction processor 74 (see figure 7 for example); 
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a payment receiver (a card reader 16 for receiving a previously issued payment card of 
the user, such as a credit/debit card payment provided by a user and a bill acceptor 14 for 
receiving cash payment provided by a user, see figures 1, 3a-3c, and 7 for example); 

said transaction processor structured to identify and a payment amount provided by a 
user via said payment receiver (see col. 5, lines 30+, 56+, 65+ and col. 6, lines 1+ for example, 
wherein said transaction processor identifies and validates a predefined user's credit/debit card 
account when card reader 16 receives a credit/debit card from the user); 

card dispenser 22 structured to dispense a transaction card (a phone debit card 12) to a 
user, said transaction card having a predefined value (the phone debit card 12 having a 
predefined value) associated therewith accordance with said payment amount (see col. 3, lines 
43+ and col. 6, lines 62+); and 

said transaction card (the phone debit card 12) structured to be usable by the user at an 
unaffiliated third party merchant (multiple telecommunications carriers) equipped to process 
transactions utilizing conventional payment card processor (see col. 3, lines 11+). 

Re claim 2: wherein said transaction card (the phone debit card 12) is structured to be 
utilized as a conventional payment card, said predefined value defining a transaction limit (the 
phone debit card 12 having a predefined value selected by the user via the card reader 16 for 
receiving a credit/debit card payment or the bill acceptor 14 for receiving cash payment provided 
by a user, see figures 1, 3a-3c, and 7). 

Re claims 13-14: Mehlberger discloses a phone card dispenser 10 dispensing the phone 
debit card 12 which is equivalent to claimed prepaid telephone card (i.e., card having a 
predetermined value) including an access code thereon structured to provide the user with 
telephone access (see col. 5, lines 40+ and figure 2). 
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Re claim 30: wherein the transaction processor is structured to communicate the 
personal identification data (PIN code) to a remote processor for association with said 
predefined user's credit/debit/smart card account (see col. 5, lines 30+). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 3-4, 6-10, 12, 19-23, and 25-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mehlberger in view of what was well known in the art, as exemplified by 
Iwamoto [JP 1 1-134539 A], Hatakeyama [JP 01-261799 A], or Park [KR 2001074614 A]. The 
teachings of Mehlberger have been discussed above. 

Although Mehlberger disclose the phone card dispenser with the input device structured 
to capture an identification information of the user, such as a PIN code of the user when using 
the payment method of the credit/debit/ATM style card to validate the identity of the customer 
with a remote third party processor (an electronic funds clearing house) and the phone card 
dispenser printing the transaction card, Mehlberger does not disclose a biometric input device 
(such as an image input device), said image input device structured to capture a biometric data 
(including an image, fingerprint, or etc.) of the user, printing the image of the user on the card. 

An official notice is taken by the Examiner that using an image or other biometric 
information of the user for identification information is notoriously old and well known in the art 
which would obviously include a biometric input means to capture the user's biometric data, for 
example, Iwamoto teaches a prepaid card issuing device 7 having a CCD camera 13 as the 
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image pickup means structured to capture an image of a purchaser (see the abstract) and 
Hatakeyama teaches a card issuing machine 2 issuing a prepaid card P by printing a user's 
physical data, such as picture, a fingerprint, a voiceprint on the card, which obviously teaches 
the card issuing device is equipped with a biometric input means (e.g., a biometric input means) 
to capture the user's biometric data (see the abstract); and Park discloses a vending machine 
for issuing a prepaid card by printing the face of a buyer on the prepaid card, which also 
teaches the card issuing device is equipped with a biometric input means (e.g., an imaging input 
means) to capture the user's biometric data (see the abstract). 

In view of above discussion, it would have been obvious to an artisan of ordinary skill in 
the art at the time the invention was made to provide an old and well known biometric input 
means structured to capture the biometric data of the user in the phone card dispenser of 
Mehlberger, in order to capture the greater detailed identification information of the user for 
increasing the security of the debit card. 

9. Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mehlberger in view of Takeuchi [JP 2000-09981 1 A]. The teachings of Mehlberger have been 
discussed above. 

Although Mehlberger discloses the phone card dispenser 10 for dispensing a phone 
debit card 12 upon said transaction processor identifying and validate a payment amount 
provided by a user via said payment receiver, wherein the payment receiver includes a card 
reader 16 for receiving a credit/debit card payment provided by a user and a bill acceptor 14 for 
receiving cash payment provided by a user (see figures 1 , 3a-3c, and 7); Mehlberger does not 
disclose the self-contained dispenser having a cash dispenser structured to dispense cash to 
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the user in accordance with validation by said transaction processor and specific of the cash 
dispenser and the payment receiver cooperatively disposed with one another. 

Takeuchi discloses a prepaid card vending machine 1 quipped with a money payout 
section 35 having a coin expenditure section 35a and a bill expenditure section 35b accordance 
with validation by said transaction processor and wherein the money payout section 35 and the 
money receiving section are cooperatively disposed with one another (see the abstract and 
figure 1). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the money expenditure section of the prepaid card vending 
machine of Takeuchi in the phone card dispenser 10 of Mehlberger in order to provide a cash 
dispenser that dispense cash to the user accordance with validation by said transaction 
processor and further dispense cash difference when there is sum differences between the cash 
payment received and the user's selected value of phone card, i.e., when the user's selected 
value of phone card is lesser than the actual cash payment provided by a user via the bill 
acceptor 14 for receiving cash payment provided by a user. Accordingly, such modification 
would not require the user to enter the exact amount to the bill acceptor when purchasing the 
phone card, thus greatly accommodating the user's convenience. 

Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

1 1 . Claims 1-3, 6-10, and 12-14 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable overclaims 1-53 of U.S. Patent No. 
6,651 ,885. Although the conflicting claims are not identical, they are not patentably distinct from 
each other because of U.S. Patent No. 6,651,885 discloses a multi-function transaction terminal 
(a multi-function transaction processing system) comprising: a transaction terminal (which 
inherently includes a housing means), a printer structure to generates a telephone card 
assembly having a predefine value and a telephone access number utilized to initiates 
telephony communication with a telephone server (which obviously includes a card 
output/dispensing/give-out means to be utilized with a telephone server) (see claims 1, 3, 32), a 
display (see claim 26), at least one user input (a data entry facility, see claims 1 and 32), a 
transaction processor (see claims 1 and 32 for example), a payment receiver (a card reader for 
processing credit card transaction of the user and cash for processing cash transaction, see 
claims 1 , 1 1-13 for example), said for processing cash transaction a payment amount provided 
by a user via said payment receiver (see claims 8, 29 for example). Accordingly, in view of 
above discussion, it would have been obvious to an artisan of ordinary skill in the art at the time 
the invention was made to use the teachings of claims 1-53 of U.S. Patent No. 6,651,885 as 
general teachings for a multi-function transaction terminal as claimed by the present application. 
The instant claims obviously encompass the claimed invention of U.S. Patent No. 6,651,885 
and differ only in terminology and/or broader in scope. 
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Allowable Subject Matter 

12. Claims 5, 1 1 , and 24 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the limitations 
of the base claim and any intervening claims. 

1 3. The following is a statement of reasons for the indication of allowable subject matter: 
The best prior art of the record, Mehlberger, Iwamoto, Hatakeyama, Park, Takeuchi, alone or in 
combination with other references, fails to teach or fairly suggest the printer of the terminal of 
structure to place the captured image of the user on a previously issued payment card that is 
used for purchasing the transaction card accepted by the payment receiver, as set forth in the 
claims. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure: 

Cuervo [US 6,405,182], Cuervo [US 6,105,009], Knox et al. [US 6,659,259], Taggart [US 
5,687,087] discloses a card dispensing system. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to D. I. Lee whose telephone number is (571) 272-2399. The examiner can 
normally be reached on Monday through Thursday from 5:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




D. I. Lee 

Primary Examiner 
Art Unit 2876 



